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By David E. Fleenor and 
James M. Francis1

The internet pushed us headlong into
the information age. Now the playing
field has changed yet again. We live in a
“collaborative information” age. We do
not simply view information, we interact
with it. In fact we transform the infor-
mation we are viewing. The most
popular social media web sites –
Wikipedia, YouTube, Facebook, Twitter –
consist primarily of information and
content that has been uploaded by users
with only a marginal amount of over-
sight by the operator of the site.
Typically, because the information is
posted at the time it is uploaded, the
host site by design has little if any ability
to filter content prior to publication.
Thus the site becomes a constantly
changing landscape, limited only by the
controls put in place by the host of the
site and the imagination of its users.  

Don Tapscott, the author of the
introductory quote, is not overstating
the facts. The impact of the collabora-
tive approach extends far beyond social
networking sites, to the interactions
between businesses and their customers
and interactions between businesses and
their competitors. 

The word WIKI itself, ubiquitous

today, unknown a few years ago2 illus-
trates the point. Wiki was originally a
Hawaiian word meaning fast. It was
adopted as the name of a software pro-
gram in 1994 that allowed easy editing
of interlinked web pages. The word
then became a noun denoting a website
that used WIKI software. Now it has
morphed again into a generic term for
an interactive web site. 

The most well known WIKI is
Wikipedia, an online encyclopedia that
has come to replace Britannica as the
most used encyclopedia in the world.
Wikipedia encourages its users to both
write articles for inclusion on the site
and to edit or expand existing articles.
Wikipedia maintains policies and guide-
lines, and seeks a neutral point of view
and a consensus as to the accuracy.3

This concept of a collaborative web-
site development is not limited to
encyclopedias.  YouTube contains millions
of videos. These are uploaded by users.
Amazon sells books, DVDs and CDs –
but it allows its users to post comments
and reviews that are in turn accessed by
readers. It facilitates independent book
dealers selling used copies of books that
are in competition with Amazon. News-
papers on their websites allow and
encourage user comments. These are
just a few examples. 

Integral to the collaborative theme is
the easy sharing of files. The availability
of cheap storage combined with broad-
band internet access at very high speeds
and the relative ease of copying digital
media, facilitates this on a grand scale.
This began on college and university
campuses in the late 1990’s. Students
had access to both high digital transfer
rates and computers with large hard
drives. Mix in rock and roll music and a
bevy of sites like Napster that purported
to give “free” access to the world’s digi-
tal music library, and by some estimates
80% of university transfer capacity was

used to download music.4

File sharing facilitates a quantum
leap in the availability of information of
all types -audio, video, text and graphic.
It unfortunately also blurs the tradi-
tional notions of intellectual property
ownership. First the issue arises of who
owns the information collaboratively
created, the site owner or the users
themselves. This issue can be solved by
the site user with a well drafted user
agreement. That only addresses the
rights between the site owner and the
user. What if the user did not own or
have rights to the content he uploaded?  

The issue then becomes what are the
ownership rights to the underlying con-
tent and the rights of a licensee to use it
in a collaborative site. Ownership rights
in intellectual property are not absolute.
Implicit in the concept of “fair use” is a
requirement to determine what is in the
public’s interest.5 It is too simplistic to
say that only the copyright owner has
the right to make a copy6 and the analy-
sis ends there. If I buy a music compact
disk (“CD”) or a movie on a digital
video disk (“DVD”), I clearly have the
right to watch or listen to it.  By statute
I may also have the right to make an
archival copy to protect my copy. I
would have the right to listen to it or
watch it with my friends. Yet if my
friends are virtual friends, and I use the
medium of the internet to “share” my
copy with them, the problems start.
Copyright law was designed to deal with
the technology of Gutenberg, not Gates.
With each new advance in technology –
analog recording, motion pictures, and
now digital file transfer via the internet
– copyright law has evolved to address
the issue of ownership and its bound-
aries.

As further evidence of the impact
technology has had on intellectual prop-
erty, search engines have been developed
for the sole purpose of crawling through

“There is a fundamental change
taking place in terms of how corpora-
tions create value and arguably, in
terms of the core architecture of the
corporation. I think it’s the biggest
change in a century in the ways that
companies build relationships and
interact with other entities, institu-
tions in the economy and in society
and arguably, the nature of the corpo-
ration itself.”
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the web to find evidence of the unautho-
rized use of images (www.tineye.com) as
well as the unauthorized “borrowing” of
text (www.copyscape.com). These search
engines utilize novel algorithms to search
for recognizable arrangements of pixels.
How far away is a search engine that can
recognize arrangements of sound?  Not
far off apparently. At least two Apple

iPhone applications7 apparently allow
users to hum a few bars or sing a line or
two after which it retrieves information
about the song and provide links to pur-
chase the digital copy through iTunes.

Consequently, as technology
improves and is adapted to help detect
potential infringement, the creativity of
would be infringers keeps them one step
ahead. The BitTorrent file sharing pro-
tocol breaks up a file into smaller
sections, called blocks, and allows it to
be distributed piecemeal and subse-
quently reassembled. A server, called a
“tracker,” manages the file transfer
process by directing network traffic and
sharing the bandwidth burden among
various end users. This complicates mat-
ters for the copyright owner in that a
BitTorrent end user typically maintains
only part of a file rather than the entire
file, thus making detection and deter-
rence difficult.8

We are now in the transition phase
with a series of cases winding their way
through the system – cases that will ulti-
mately decide how collaborative we can
be. The sorting out of the application of
the law will also determine how much
control the intellectual property owners
can retain.

The Backdrop – 
Napster and the Legal Response of
the Recording Industry

Beginning in June 1999 and continu-
ing until July 2001, the first of the
popular online file sharing sites “Nap-
ster” was created by, not surprisingly, a
college student. Napster allowed users to
copy and distribute the MP3 files
amongst themselves, primarily music
MP3s. The site was a peer-to-peer file
sharing service. No MP3 files were cen-
trally stored9 but Napster did maintain a
central index of users and files. To copy
a file, you had to find a user that had
the file you wanted and make a copy

from their storage. Many reasons were
urged for allowing this model. CD’s had
become too expensive. The content of a
particular CD might consist of only one
song a user really wanted. The tradi-
tional distribution system stifled new
artists from entering the market. File
sharing allowed sampling of music that
might ultimately result in a sale. Napster
argued that the Audio Home Recording
Act10 implicitly legalized peer to peer
file sharing. Of all these reasons, only
the last had any real legal basis, the rest
were merely excuses for digital theft. 

The music recording industry
through its trade group the Recording
Industry Association of America
(“RIAA”) denounced “file sharing” as
“file theft” and began a series of law-
suits that ultimately resulted in Napster
and its progeny being shut down.11

Other services tried to work around the
Napster case by eliminating the central-
ized indices. In a decision by the United
States Supreme Court, MGM Studios v.

Grokster,12 the court held that one who
distributes a device with the object of
promoting its use to infringe copyright
is liable to the resulting acts of infringe-
ment of third parties using the device.
Thus, the facilitation offered by the
Napster and Grokster sites was viewed as
the same type of copyright infringe-
ment as the actual file sharers. The
Ninth Circuit had previously ruled in
Grokster’s favor citing an early U.S.
Supreme Court Case13 that had created
a “safe harbor” for someone who pro-
duced a device that could be used for
infringement.

The Safe Harbor of the 
Digital Millennium Copyright Act

In 1998, reacting to both the internet
and the digitalization of information,
Congress amended the Copyright Act
by passing the Digital Millennium
Copyright Act (“DMCA”). The DMCA
did the following:

• Made it a crime to circumvent anti-
piracy measures built into most
commercial software

• Outlawed the manufacture, sale, or
distribution of code-cracking
devices used to illegally copy soft-
ware.

The DMCA did provide a safe har-
bor for online service providers who
merely allow users to post material that
infringes copyrights. To avail itself of
this safe harbor, a service has to demon-
strate that it meets the statutory
definition of a “service provider” and
that it does not have actual knowledge
of the infringing material, that it is not
aware of facts or circumstances that
make the infringing activity apparent
and that it acts expeditiously to remove
infringing material when it is brought to
the service provider’s attention. 

The future of commercial websites
that utilize user generated content
(“UGC”) depends on how the courts
ultimately interpret “right and ability to
control” under the DMCA. Should the
UGC industry lose this battle, the next
issue facing them is the dispute over
what constitutes “direct financial bene-
fit.” The courts have, so far, not
interpreted a paid subscription service
to a website to be a direct financial ben-
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efit that is derived from the user gener-
ated content.14

It is worth noting that the DMCA
safe harbor does not extend beyond
qualifying online service providers
(including websites). Thus user groups
that carve out territory within a qualify-
ing online service provider cannot
depend on the DMCA safe harbor as a
defense to infringement. This potentially
has the most impact on blogs found on
blog hosting websites like Blogger and
Blogspot. These blogs are essentially
user groups operating within the
domain of the host website and thus
should not be able to claim the benefit
of the DMCA safe harbor.

The Current Major Cases
In the post-Napster DMCA world

the question has shifted. Now the
owner of a copyright that is being
infringed must determine who is the
best party to sue in order to enforce his
rights. For all but the most well
financed industry groups such as the
RIAA, it is a cost prohibitive exercise to

go after all of the potentially millions of
users of a site that has infringing mate-
rial on it. It would be much easier to
sue the site itself – Google, Microsoft
and others. This brings into play issues
of fair use and the safe harbors dis-
cussed above. That is the caselaw that is
currently developing in the various
courts. 

Perfect 10, Inc. v. Amazon.com, Inc.,15

This action was initiated by Perfect
10, Inc., the owner of copyrights in
photographs of models, against Google,
Inc., the dominant internet search
engine and Amazon. The suit alleged
direct, vicarious and contributory copy-
right infringement. 

Google’s image search engine pro-
vides responses to queries entered by
users. The response includes a thumb-
nail image, which is a reduced, lower
resolution version of images stored on
third-party computers. When a user
clicks on a “thumbnail image” the
user’s browser creates a rectangular
area that contains two separate blocks

of information. The top section con-
tains information from the Google
webpage. The bottom part of the dis-
play is a framed version of the third
party site. Perfect 10’s copyrighted
images appear unlicensed on third
party websites. These sites are search-
able using the Google engine.
Beginning in 2001, Perfect 10 informed
Google that it viewed both the thumb-
nail images and the framed linking to
the full sized images as infringing its
copyrights. In 2004 Perfect 10 filed suit
against Google. Suit against Amazon
was filed in 2005. Amazon had by con-
tractual agreement, linked to Google’s
image search engine. The two cases
were ultimately consolidated.

At the District Court level, Perfect 10
moved for preliminary injunctions
against both defendants. The District
Court granted a portion of the injunc-
tive relief against Google and denied the
injunctive relief against Amazon.com.
Both Perfect 10 and Google appealed
the District Court’s decision. The Dis-
trict Court stayed the effect of the
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injunction pending the appeal.
The United States Court of Appeals

for the Ninth Circuit affirmed in part,
reversed in part and remanded the
action for further proceedings. The effect
of the Ninth Circuit’s opinion was to dis-
solve the District Court’s injunction. The
Ninth Circuit held that Google’s use of
thumbnail copies of Perfect 10’s consti-
tuted copyright infringement. The Court
went on to hold that:

We conclude that Perfect 10 is
unlikely to succeed in overcom-
ing Google’s fair use defense,
and therefore reverse the dis-
trict court’s determination that
Google’s thumbnail versions of
Perfect 10’s images likely consti-
tuted a direct infringement.16

The Court determined that Google
and Amazon could be secondarily liable
for third party infringement if they
knew of the infringing activities and had
not taken reasonable steps in response.
The Court remanded that portion of
the action for a factual determination of
concerning secondary liability. The
Court declined to consider whether the
DMCA provided a “safe harbor” for the
defendants since that had not been
addressed at the trial court level. The
case is now back before the trial court. 

Viacom v. YouTube 17

This action was brought by media
giant Viacom against Google’s sub-
sidiary YouTube. Viacom claimed a
billion dollars in damages. At issue are
brief excerpts of Viacom properties
which are posted on the YouTube site.
The clips are posted by YouTube users.
The suit was filed in March 2007. The
parties are still wrangling over the form
of the complaint so it is unlikely a deci-
sion will be rendered in the case for
years to come. YouTube’s defense is the
safe harbor provisions of the Digital Mil-
lennium Copyright Act. YouTube styles
itself a service provider. The DMCA
shifts the burden of monitoring infringe-
ment from service providers to content
providers. The citation to the YouTube
case deals only with a motion to amend
the complaint to add a count for puni-
tive damages. That motion was denied. 

The threshold issue for application of
the DMCA Safe Harbor is whether
YouTube is in fact a service provider.
This will turn on whether the conduct
at issue is

• Transitory communications;
• System caching;
• Information storage; or
• Information location tools such as a

search engine. 
See 17 U.S.C. Sections 512(a)-(d). If

this threshold is met, YouTube will have
to show that it had no actual knowledge
of the infringement, it moved expedi-
tiously to disable access and that it
received no financial benefit directly
attributable to the infringing activity.

MPAA v. Real Networks 18

The Motion Picture Association of
America filed suit against Real Networks
to enjoin the sale of “RealDVD”.
RealDVD would allow a user to copy
and store DVD’s on a computer hard
drive.  The MPAA contends that
RealDVD violates provisions of the
DMCA.  Also at issue is “FACET,” the
next generation DVD player.  FACET
would have the ability to store 900
DVD’s.

Capitol Records v. Thomas 19

This is the first case brought by the
music industry against an individual
related to file sharing to reach a verdict.

It has now reached two verdicts. The
first verdict was in October of 2007
wherein the plaintiffs were awarded a
judgment of statutory damages against
the defendant in the amount of $9,250
per downloaded song for a total award
of $220,000. Ms. Thomas, the single
mother of two, had been sued for the
downloading activity, possibly of her
children, on the Napster-like site
KAZAA. The trial court in an order
nearly a year later, granted defendant’s
motion for a new trial. The Judge
granted the motion because of an erro-
neous jury instruction that stated that
the plaintiffs did not have to show
actual distribution.

At issue along with the jury instruc-
tion was whether the award was
excessive. The Court did not rule on
this, but took the extraordinary step of
addressing it in a call for revision of the
Copyright Act. The Court said: 

The Court would be remiss if it
did not take this opportunity to
implore Congress to address lia-
bility and damages in peer-to
peer network cases such as the
one currently before this Court.
The Court begins its analysis by
recognizing the unique nature
of this case. The defendant is
an individual, a consumer. She
is not a business. She sought no
profit from her acts. …. The
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parties point to no case in
which large statutory damages
were applied to a party who did
not infringe in search of com-
mercial gain.20

Despite this clear indication that the
Court viewed $220,000 as excessive for
downloading 24 songs, the second jury
in June of 2009 again ruled in favor of
the plaintiffs and awarded a whopping
$80,000 per song for a total judgment of
$1,920,000. Post trial motions for a
remittitur are pending.

The Users Strike Back
While the recording industry has

been aggressive in going after the sites
like Napster and even individual users
like Ms. Thomas, file sharers are begin-
ning to react to what is perceived as an
overly aggressive misuse of copyright
law. Stephanie Lenz, a Pennsylvania
mom, posted a 29 second video clip of
her son dancing in the kitchen of their
home on YOUTUBE. After the clip
had been viewed 28 times, mostly by
family and friends, Ms. Lenz was
informed that it had been taken down
at the request of Universal Music. The
clip contained Prince’s “Let’s Go
Crazy” in the background. Ms. Lenz
reacted by filing a lawsuit against Uni-
versal alleging that a) her use was a fair
use under the copyright act and that b)
Universal’s actions constituted bad faith
under the DMCA. Much to Universal’s
chagrin the claim has survived sum-
mary judgment.21 YouTube in the
interim has reposted the video and at
the writing of this article the video has
been viewed nearly a million times. 

Ms. Lenz’s action is being underwrit-
ten by the Electronic Frontier
Foundation, a non-profit group whose
aim is to foster free speech, fair use and
consumer’s rights, particularly on the
internet.

Additionally, efforts appear to be
underway to bring a class action lawsuit
against the RIAA for its overzealous use
of litigation and especially for the use of
blanket complaints and discovery
requests that only differ by heading. The
RIAA routinely sends out batches of
hundreds of “pre-litigation letters” at a
time, sympathetically offering to let recip-
ients settle copyright infringement claims
“at a discounted rate” before those
claims go to trial. Tanya Andersen, a sin-
gle mother who received threats from the
RIAA that they would “financially ruin”
her if she did not agree to their settle-
ment offer, not only fought back against
the RIAA, had her case dismissed with
prejudice and was awarded approxi-
mately $108,000 for her attorneys’ fees
and costs22, but also returned the favor
with an action for malicious prosecu-
tion.23 The court has yet to rule on Ms.
Andersen’s motion for class action status
and has indicated that it will allow Ms.

Andersen to develop her evidence of a
perceived violation of RICO based upon
the recording industry’s alleged failure to
perform any reasonable due diligence
prior to engaging in blanket threats and
the filing of form complaints.

Conclusion
The genie is out of the bottle. The

RIAA may have stopped sites such as
Napster and significantly cut down on
peer-to-peer file sharing, however, the
public has shown a clear preference for
obtaining music in the digital download
format. I-Tunes and Rhapsody have
supplanted the traditional record store.
Thus the way music is delivered to the
end user has transformed. A crystal ball
would likely indicate that collaborative
sites are here to stay as well. The rights
of copyright owners will not be totally
ignored. 

Copyright law has responded to
changing technologies as diverse as the
photocopier, the videotape and the
internet. While the internet and the dig-
italization of information on a mass
scale provide new challenges, ultimately
the law will respond with a balancing of
the rights of copyright owners and the
rights of the public to access and use
information.
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